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DETAILED ACTION 

1. Claims 2, 8, and 14 are presently canceled. 

2. Claims 1, 3-7, 9-13, and 15-16 are presently pending. 

Response to Amendment/argument 

3. Applicant's arguments with respect to claims 1, 3-7, 9-13, and 15-16 have been 
considered but are not persuasive and new ground of rejection under 101 is disclosed. 

Regarding argument the references failure to teach the recited erasure/reset/clear all (par. 
3 of remark page 5), argument is not persuasive because Bianco et al. does disclose address 
and/or PROM erasure that contain each sensitive subcircuit see col. 6 lines 10-31, col. 5 lines 19- 
36 and col. 4 lines 7-28. However upon appUcant's previous argument the examiner combined 
Matsui et al. to show erasing secure information/identification was well-known at the time of the 
invention was made see col. 3 lines 54-61 of Matsui et al. that discloses identification 
information delete unit deleting identification information when a read scan signal is detected. 

Regarding argument Matsui is neither in the field of Applicants' endeavor, nor reasonably 
pertinent to the particular problem with which the Applicants were concerned (remark page 5 
par. 4), argument is not persuasive because Matsui is deleting the identification information 
when read scan is detected for security reason (see page 3 lines 20-65). Applicants' erasure is 
also for the same reason and/or the erasure is done for particular same security problem so 
they/identification information won't be accessed unauthorized. 
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Regarding argument there is no basis for combining Matsui et al. with Bianco because 
there is no reasonable expectation of success, remark page 6 par. 2, argument is not persuasive 
because the erasure of Matsui is done for the same purpose as disclosed above, i.e. for security 
purpose and/or same reasonable success. 

Regarding argument Bianco failure to disclose "clear all secure information within the 
integrated circuit", remark page 7 last par.-page 8 par. 3, argument is not persuasive because 
Bianco et al. does disclose address and/or PROM erasure that contain each sensitive subcircuit 
see col. 6 lines 10-31, col. 5 lines 19-36 and col. 4 lines 7-28. 

Claim Rejections - 35 USC § 1 Ol 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1, 3-6 are rejected under 35 U.S.C. 101 because it is directed to non-statutory 
subject matter as failing to fall within a statutory category and as being directed to software per 
se (although the preamble of claim 1 recites "An integrated circuit" it does not inherently mean 
that the claim is directed to a machine). There is no hardware element claimed in the body of the 
claim. The specification also describes, on page 7 lines 26-page 8 lines 15, logic/software for 
receiving/intercepting signals applied to the integrated circuit and resetting signals. Therefore, 
claims 1, 3-6 are software per se. and the machine claim does not recite any hardware element. 
See MPEP 2106. Appropriate correction is required. 



Application/Control Number: 10/667,021 Page 4 

Art Unit: 2136 

6. Claims 13 and 15-16 are rejected under 35 U.S.C. 101 because it is directed to non- 
statutory subject matter as failing to fall within a statutory category and as being directed to 
software per se. The claim is not inherently directed to a machine since there is not hardware 
element claimed in the body of the claim. The specification also describes, on page 7 lines 26- 
page 8 lines 15, describes logic/software for detecting signals applied to the integrated circuit 
and resetting signals. Therefore, claims 13 and 15-16 are software per se. and the machine claim 
does not recite any hardware element. See MPEP 2106. Appropriate correction is required. 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A palcnl may nol be oblaincd Ihough the invention is not identically disclosed or described as set Ibrth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claiml, 3-7, 9-13, and 15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bianco et al. USPN 5,357,572 in view of Matsui et al. 5278903. 

Regarding claim 1, Bianco et al. discloses an integrated circuit (fig. 1, 3, and 6) having scan test 

features (col. 2 lines 29-col. 3 lines 12) and including: 

a scan test signal interceptor (fig. 1 element 14, fig. 3, element 14b, and fig. 6 element 14) for 
intercepting scan test related signals applied to the integrated circuit (col. 4 lines 7-29, col. 4 
lines 63-68, and col. 6 lines 17-39); and 
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a security element responsive to the scan test signal interceptor to preclude retrieval of 
secure information within the integrated circuit using the scan test related signals (claim 1, col. 2 
lines 48-58, and col. 4 lines 7-28). 

wherein the security element comprises: 

a reset generator to clear all secure information within the integrated circuit (see col. 6 
lines 19-31, col. 5 lines 19-36, and col. 4 lines 7-28; erasing PROM that contain each sensitive 
subcircuit). 

Even though Bianco et al.'s address erasure is specifically to erase sensitive subcircuites, 
as one ordinary skill in the art can understands, the office herein provided Matsui et al. reference 
that discloses identification information delete unit deleting identification information when a 
read scan signal is detected (see col. 3 lines 54-61). Therefore it would have been obvious to one 
having ordinary skill in the art at the time of the invention was made to modify the teachings of 
Matsui et al. within Bianco et al. because analogous in securing data. One would have been 
motivated to modify the teachings to protect all sensitive information from being 
viewed/detected during scan test signal generated. 

Regarding claim 7, Bianco et al. discloses a method operable within an integrated circuit (fig. 1, 
3, and 6) to prevent unauthorized access to secure information (col. 2 lines 29-col. 3 lines 12), 
the method comprising: 

detecting application of a scan test related signal to the integrated circuit (col. 4 lines 7- 
29, col. 4 lines 63-68, and col. 6 lines 17-39); and 
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precluding access to the secure information in response to detection of the scan test related 
signal (claim 1, col. 2 lines 48-58, and col. 4 lines 7-28); 

wherein the step of precluding includes: 

resetting elements of the integrated circuit to clear all the secure information (see col. 6 
lines 19-31, col. 5 lines 19-36, and col. 4 lines 7-28; erasing PROM that contain each sensitive 
subcircuit). 

Even though Bianco et al.'s address erasure is specifically to erase sensitive subcircuites, 
as one ordinary skill in the art can understands, the office herein provided Matsui et al. reference 
that discloses identification information delete unit deleting identification information when a 
read scan signal is detected (see col. 3 lines 54-61). Therefore it would have been obvious to one 
having ordinary skill in the art at the time of the invention was made to modify the teachings of 
Matsui et al. within Bianco et al. because analogous in securing data. One would have been 
motivated to modify the teachings to protect all sensitive information from being 
viewed/detected during scan test signal generated. 

Regarding claim 13, Bianco et al. discloses a system including an integrated circuit (fig. 1,3, and 
6) having a scan test capability (col. 2 lines 29-col. 3 lines 12), the system comprising: 

means for detecting scan test operation of the integrated circuit (col. 4 lines 7-29, col. 4 
lines 63-68, and col. 6 lines 17-39); and 

means for precluding retrieval of secure information within the integrated circuit in response 
to detecting scan test operation (claim 1, col. 2 lines 48-58, and col. 4 lines 7-28). 
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wherein the means for precluding includes: 

reset means for erasing all the secure information within the integrated circuit to 
preclude retrieval thereof using scan test operation (see col. 6 lines 19-31, col. 5 lines 19-36, and 
col. 4 lines 7-28; erasing PROM that contain each sensitive subcircuii). 

Even though Bianco et al.'s address erasure is specifically to erase sensitive subcircuites, 
as one ordinary skill in the art can understands, the office herein provided Matsui et al. reference 
that discloses identification information delete unit deleting identification information when a 
read scan signal is detected (see col. 3 lines 54-61). Therefore it would have been obvious to one 
having ordinary skill in the art at the time of the invention was made to modify the teachings of 
Matsui et al. within Bianco et al. because analogous in securing data. One would have been 
motivated to modify the teachings to protect all sensitive information from being 
viewed/detected during scan test signal generated. 

Regarding claim 3, Bianco et al. discloses the integrated circuit wherein the scan test 
signal interceptor is operable to sense a request to enter scan test (col. 3 lines 66-col. 4 lines 28). 

Regarding claim 4, the combination discloses the integrated circuit wherein the reset generator is 

operable to clear all secure information in response the request to enter scan test (Bianco et al. 
claim 1, col. 2 lines 48-58, and col. 4 lines 7-28 and Matsui et al. see col. 3 lines 54-61). 

Regarding claim 5, Bianco et al. discloses the integrated circuit wherein the scan test signal 
interceptor is operable to sense a request to exit scan test (claim 1, col. 2 lines 48-58, and col. 4 
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lines 7-28). 

Regarding claim 6, the combination discloses the integrated circuit wherein the reset generator is 
operable to clear all secure information in response the request to exit scan test (Bianco et al. 
claim 1, col. 2 lines 48-58, and col. 4 lines 7-28 and Matsui et al. see col. 3 lines 54-61). 

Regarding claim 9, Bianco et al. discloses the method wherein the step of detecting includes: 
detecting a signal applied to the integrated circuit requesting entry to scan test col. 3 lines 66-col. 
4 lines 28). 

Regarding claim 10, Bianco et al. discloses the method wherein the step of resetting includes: 
resetting elements of the integrated circuit in response to detection of the request to enter scan 
test (claim 1, col. 2 lines 48-58, and col. 4 lines 7-28). 

Regarding claim 11, Bianco et al. discloses the method wherein the step of detecting includes: 
detecting a signal applied to the integrated circuit requesting exit from scan test (claim 1, and col. 
2 lines 48-58). 

Regarding claim 12, Bianco et al. discloses the method wherein the step of resetting includes: 
resetting elements of the integrated circuit in response to detection of the request to exit scan test 
(col. 2 lines 48-58, and col. 4 lines 7-28). 



Application/Control Number: 10/667,021 Page 9 

Art Unit: 2136 

Regarding claim 15, Bianco et al. discloses the system wherein the reset means is operable to 
generate a reset within the integrated circuit in response to sensing entry to scan test of the 
integrated circuit col. 3 lines 66-col. 4 lines 28). 

Regarding claim 16, Bianco et al. discloses the system wherein the reset means is operable to 
generate a reset within the integrated circuit in response to sensing exit from scan test of the 
integrated circuit (claim 1, and col. 4 lines 7-28). 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eleni A. Shiferaw whose telephone number is 571-272-3867. 
The examiner can normally be reached on Mon-Fri 8:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Nasser R. Moazzami can be reached on (571) 272-4195. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained trom the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Eleni A Shiferaw/ 
Examiner, Art Unit 2136 
July 2, 2008 



